IAP1 2 Rec'd PCT/PTO 2 8 JUN 2007 

PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

(Case No. 05-476-C) 



In re the Application of: 

Choon Geun Cho 

International Application No: PCT/KR2004/02466 
U.S. Application No.: 10/567,529 

Int'l Filing Date: September 24, 2004 
U.S. Filing Date: February 7, 2006 

For: Apparatus and Method for Tracking the 
Position/Object Using a Mobile 
Communication Network 

Mail Stop PCT 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

TRANSMITTAL LETTER 

Sir/Madam: 

In regard to the above identified application. 

1. We are transmitting herewith the attached: 

a) Copy of Decision on Petition Under 37 C.F.R. § 1.47(b), mailed May 10, 2007; 

b) Renewed Petition Under 37 C.F.R. § 1.47(b) By Person Having Proprietary Interest to 
File Application On Behalf Of Inventor Who We Have Been Unable to Locate; 

c) Statement Establishing Proprietary Interest By Person Signing on Behalf of Nonsigning 
Inventor and Statement Under 37 C.F.R. § 3.73(b), including exhibits; 

d) Declaration In Support Of Petition Under 37 C.F.R. § 1.47(B) By Person Having 
Proprietary Interest To File Application On Behalf Of Inventor, signed by Jiwon Lim; 

e) Memorandum of Law in Support of Petition Under 37 C.F.R. § 1.47(B) By Person Having 
Proprietary Interest to File Application on Behalf of Inventor; 

f) Declaration in Support of Petition Under 37 C.F.R. § 1.47(B) By Person Having 
Proprietary Interest to File Application on Behalf of Inventor, signed by Joo-Young Kim, 
including exhibits; and 

g) Return Receipt Postcard. 

2. With respect to fees: 

a) Please charge any underpayment or credit any overpayment to our Deposit Account No. 
13-2490. 
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3. CERTIFICATE OF MAILING UNDER 37 CFR § 1 . 1 0: The undersigned hereby certifies that this 
Transmittal Letter and the papers, as described in paragraph 1 hereinabove, are being 
deposited with the United States Postal Service with sufficient postage as "Express Mail Post 
Office to Addressee," addressed to: Mail Stop PCT, Commissioner for Patents, P.O. Box 
1450, Alexandria, VA 22313-1450 on June 28, 2007 under Express Mail Certificate No. 
EV839329749US. 




Respectfully submitted, 



Date: June 28. 2007 



Robert J. Jpvine III 
Registration No. 41,865 
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P.O. Box 1450 
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MCDONNELL BOEHNEN HULBERT & BERGHOFF LLP 
300 S. WACKER DRIVE 
32ND FLOOR 
CHICAGO IL 60606 



DOCKET 





In re Application of 
CHO 

Application No.: 10/567,529 
PCTNo.: PCT/KR2004/002466 
Int. Filing Date: 24 September 2004 



PETITION UNDER 



DECISION ON 



37 CFR§ 1.47(b) 



Priority Date: 26 September 2003 : 

Attorney Docket No.: 05-476-C : 

For: APPARATUS AND METHOD FOR THE : 

POSITION OF A PERSON/OBJECT USING A : 
MOBILE COMMUNICATION NETWORK 

This is a decision on applicant's petition under 37 CFR 1.47(b) filed in the United States 
Patent and Trademark Office (USPTO) on 1 9 March 2007. 



On 24 September 2004, applicant filed international application PCT/KR2004/002466, 
which designated the US and claimed a priority date of 26 September 2003. A copy of the 
international application was communicated to the United States Patent and Trademark Office 
(USPTO) from the International Bureau on 07 April 2005. The thirty-month period for paying 
the basic national fee in the United States expired at midnight on 27 March 2006 (26 March 2006 
being a Sunday). 

On 07 February 2006, applicant filed a submission for entry into the national stage in the 
United States which was accompanied by, inter alia, the U.S. Basic National Fee and the 
surcharge under 37 CFR 1 .492(h). 

On 14 September 2006, the United States Designated/Elected Office (DO/EO/US) mailed 
a NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 (Form 
PCT/DO/EO/905) indicating, inter alia, that an oath or declaration of the inventor in compliance 
with 37 CFR 1 .497(a)-(b) was required. The NOTIFICATION set a two-month extendable 
period for reply. 

Onl9 March 2007, applicant submitted the instant petition under 37 CFR 1 .47(b). The 
petition was accompanied by, inter alia, a petition/fee for a four month extension of time, a 
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declaration of facts by Joo- Young Kim, a memorandum of law by Joo- Young Kim, and a 
declaration of facts by Jiwon Lim. 

DISCUSSION 

A petition under 37 CFR 1 .47(b) must be accompanied by: (1 ) the fee under 37 CFR 
1.17(h), (2) factual proof that the inventor refuses to execute the application or cannot be reached 
after diligent effort, (3) a statement of the last known address of the inventor, (4) an oath or 
declaration by the 37 CFR 1.47(b) applicant on behalf of and as agent for the non-signing 
inventor, (5) proof that the 37 CFR 1 .47(b) applicant has sufficient proprietary interest in the 
application, and (6) a showing that such action is necessary to preserve the rights of the parties or 
to prevent irreparable damage. 

Items (1), (3), (4), and (6) have been met. 

Item (2) has not been met. The declaration of facts of Jiwon Lim and the accompanying 
exhibits have been considered. It appears that the internet searches for Mr. Cho's e-mail address 
and telephone number may have been too specific. For example, in Exhibit 5, the name "Cho 
Choon Geun" seems to have been used as a search term along with a range for the "Residence 
ID". It is not clear if a "Residence ID" is required. If it is, perhaps the range can be broadened. 
Additionally, a broader search using "Cho Choon" as the name would seem to be reasonable. 
Similar concerns are present in Exhibit 5. Again, it is not clear that a partial address is required. 
If it is required, perhaps it should be broadened. Also, it appears that a broader search can 
reasonably used for Mr. Cho's name. 

Item (5) has not been met. The declaration of facts Joo- Young Kim and the 
memorandum of law by Joo- Young Kim have been considered. The invention disclosure form 
mentioned in the memorandum appears to be the "Employee's Declaration of Invention" 
included in Exhibit 3. It is unclear why three additional inventors (You In Ho, Kim Dae Joong, 
and Yang Ho Yong) are listed in this disclosure form but only one inventor is listed in the 
international application. The "Assignment" in Exhibit 3 has also been considered. However, 
the only identifier tying the signed "Employee's Declaration of Invention" and the "Assignment" 
are the names. Again, four names are given while only one is listed in the international 
application. The memorandum of law also states that "[a]ll facts in support of the argument and 
conclusion are set forth in the Declaration of Andrew Choung under M.P.E.P. 409.03(f)." 
However, a declaration of Andrew Choung does not appear in the application file. Also, the 
memorandum identifies the application by referring to Schedule A, columns 3-6 and 8. However, 
these identifiers identify 28 different applications. It appears that a row of Schedule A would 
need to be identified. 

CONCLUSION 

For the above reasons, applicants' petition under 37 CFR 1.47(b) is DISMISSED , 
without prejudice. 
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If reconsideration on the merits of this petition is desired, a proper response must be filed 
within TWO (2) MONTHS from the mail date of this decision. Failure to timely file the proper 
response will result in abandonment of this application. Any reconsideration request should 
include a cover letter entitled "Renewed Petition Under 37 CFR 1.47(b)". No additional petition 
fee is required. Extensions of time may be obtained under 37 CFR 1.136(a). 

Please direct further correspondence with respect to this matter to Mail Stop PCT, 
Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria, 
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT 
Legal Administration. 

Daniel Stemmer 

Legal Examiner 

PCT Legal Affairs 

Office of Patent Cooperation Treaty 

Legal Administration 
Telephone: (571)272-3301 
Facsimile: (571) 273-0459 
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RENEWED PETITION UNDER 37 C.F.R. § 1.47(b) BY PERSON HAVING 
PROPRIETARY INTEREST TO FILE APPLICATION ON BEHALF 
OF INVENTOR WHO WE HAVE BEEN UNABLE TO LOCATE 



Reconsideration of the May 10, 2007 Decision on Petition Under 37 C.F.R. §1. 47(b) by a 
Person Having Proprietary Interest to File an Application on Behalf of a Non-Signing Inventor, 
filed March 19, 2007, is respectfully requested. Applicants respectfully request the U.S. 
Patent Office to allow UTStarcom, Inc, to make the Application on behalf of inventor Choon 
Geun CHO who we have been unable to locate. 



Dear Sir: 



In support of this Renewed Petition, Applicants submit: 

s. 



(i) Copy of previously submitted Statement Establishing Proprietary Interest 
By Person Signing on Behalf of Nonsigning Inventor and Statement Under 
37 C.F.R. §3.73(b); 

(ii) Declaration in Support of Petition Under 37 CFR §1. 47(b) By Person Having 
Proprietary Interest to File Application on Behalf of Inventor, signed by Joo- 
Young Kim; 

(iii) Memorandum of Law in Support of Petition Under 37 §CFR 1.47(b) By 
Person Having Proprietary Interest to File Application on Behalf of Inventor, 
including exhibits, signed by Joo-Young Kim; and 

(iv) Updated Declaration in Support of Petition Under 37 CFR § 1.47(b) By 
Person Having Proprietary Interest to File Application on Behalf of a 
Nonsigning Inventor, including exhibits, signed by Jiwon Lim. 

I. Background 

Applicant's previous petition was dismissed without prejudice for two reasons: 1) the factual 
proof that the inventor refuses to execute the application or cannot be reached after diligent 
effort was allegedly insufficient; and 2) Applicant's proof that it has proprietary interest in the 
instant application was allegedly insufficient. 

II. Discussion 

UTStarcom, Inc. respectfully submits that it has been unable to locate inventor Choon Geun 
CHO. Every attempt to obtain Choon Geun CHO's signature has been unsuccessful. As 
evidenced by the accompanying updated declaration of Jiwon Lim, continuous and diligent 
efforts have been made to obtain Choon Geun CHO's signature on declarations for this case. 
Furthermore, as demonstrated by accompanying Memorandum of Law and Declaration of 
Joo-Young Kim, UTStarcom is the owner of the invention described in the instant application. 
Based on such diligent efforts to obtain Choon Geun CHO's signature on the declaration for 
this case and based on the facts and law outlined in the Memorandum of Law and Declaration 
of Joo-Young Kim, Applicants believe that the requirements of 37 C.F.R. § 1.47(b) and MPEP 
§ 409.03 have been met. 



A. Applicants Have Made A Diligent And Comprehensive Search For The 
Inventor 

In the Decision on Petition Under 37 CFR §1. 47(b), the Office suggested that the internet 
searches performed to locate Mr. CHO were too specific. As evidenced in the accompanying 
declaration of Ms. Jiwon Urn, Korean webmail services require a user to enter his or her full 
name and full residence identification number in order to register for webmail. This 
information is used by webmail services to confirm the identity of the person registering for 
webmail service. Therefore, searching by residence ID is the most effective way to locate a 
person's webmail address. In addition, broadening the searches to use partial names would 
not be effective for the same reason; a person must use his or her full name to register for 
webmail service in Korea. Ms. Lim has performed numerous searches for inventors' webmail 
addresses, and has concluded that this is the most effective and accurate way to search, 
and that a broader search would be ineffectual. Furthermore, the searches performed, 
including queries of KOIS (the Korean equivalent of "411" service) have provided no 
information regarding the location of Mr. CHO. Applicants believe that these searches are 
comprehensive, and that all efforts to locate the inventor, Mr. CHO, have been exhausted. 

B. Applicants Have Established Proprietary Interest In The Instant 
Application 

The Office found the evidence supporting Applicants claim of proprietary interest in the 
instant application to be insufficient. The Office cited the following problems with respect to 
proprietary interest: 1) it is unclear why additional inventors are listed in the "Employee's 
Declaration of Invention", while only one inventor is listed in the international application; 2) 
The "Assignment" and "Employee's Declaration of Invention" are only connected by the listed 
inventors' names; 3) the Memorandum of Law cites the "Declaration of Andrew Choung," but 
Mr. Choung's declaration was not submitted, and 4) Applicants did not specify which row of 
Schedule A identifies the instant application. 

With respect to the discrepancy between the Memorandum of Law and Declaration, 
Applicants regret the typographical error, and enclose a corrected Memorandum of Law 
which correctly identifies the supporting Declaration of Joo-Young Kim (also enclosed), rather 



than Declaration of Andrew Choung. Furthermore, Applicants direct the Office to Row 14 of 
Schedule A, a copy of which is enclosed, which identifies the instant application. 

With respect to the alleged insufficiency of proof that Applicants have proprietary interest in 
the instant application, the Applicants respectfully submit that the previously submitted 
documents together with the enclosed documents prove that Applicants have sufficient 
proprietary interest to file this application without the signature of the inventor. MPEP 
§409. 03(f) states that, when all inventors have refused to cooperate, or cannot be located, 
the applicant must prove proprietary interest by showing that "A) the invention has been 
assigned to the applicant; B) the inventor has agreed in writing to assign the invention to the 
applicant; OR C) the applicant otherwise has sufficient proprietary interest in the subject 
matter to justify the filing of the application." 

i. Inventorship must be assumed to have been correctly determined 

Applicants submit that the discrepancy between inventors listed on the "Employee's 
Declaration of Invention", included in Exhibit 3, and the listed inventor of the instant 
application is not a sufficient ground for dismissal of this petition. As the Office is surely 
aware, inventorship is determined based on the claims of the application. Thus, while several 
people may have contributed to the invention described in the Employee's Declaration of 
Invention, it is possible for only one inventor's contribution to be claimed in a resulting patent 
application. The instant application was prepared first as a Korean national application, and 
inventorship, based on the claims of that application, was determined at that time. It must be 
assumed that inventorship was correctly based on the claims of that application, which are 
echoed in the instant application. 

ii. The inventor signed the "Employee's Declaration of Invention" 

Applicants submit that, regardless of the scope of inventorship indicated by the "Employee's 
Declaration of Invention," the Declaration of Invention, signed by the inventor of the instant 
application, clearly indicates that the inventor was required to assign, and did in fact assign, 
the rights to the invention to Hyundai Syscomm, which subsequently assigned its rights to the 
invention to UTStarcom (see previously submitted Assignment documents). 



iii. Under Korean law, UTStarcom is the de facto owner of the Application 

Even if the inventor's assignment of the invention, which is explicitly required by the 
"Employee's Declaration of Invention" is not sufficient to establish UTStarcom's proprietary 
interest in the instant application, under Korean law, UTStarcom is the de facto owner of the 
application. While the Applicants do not believe that the assignment documentation 
previously presented is insufficient, those documents are not necessary to prove that the 
Applicants have sufficient proprietary interest to file this application without the signature of 
the inventor. 

The accompanying Memorandum of Law and Declaration signed by Joo-Young Kim address 
the issue of ownership of the instant application. Specifically, under Korean law an invention 
and the resulting patent application are owned by an employee's company unless and until 
the employee successfully challenges this ownership, which did not occur in the instant case. 
The Korean Patent Act provides that a patent application of an employee may be filed directly 
by the employee's company, without an explicit assignment from the employee to the 
employee's company. Even if the Assignment and Employee's Declaration of Invention are 
insufficient to establish proprietary interest in the instant application, UTStarcom should be 
considered the owner of the application based on the applicable Korean law. Therefore, even 
if the Applicants have not established proprietary interest, pursuant to MPEP §409.03(f)(A) or 
(B), Applicants respectfully submit that proof under §409.03(f)(C) has been sufficiently 
established. 

III. Conclusion 

Filing of the application without Oath or Declaration executed by Choon Geun CHO is 
necessary to preserve the rights of Applicant UTStarcom, Inc. Applicant UTStarcom, Inc. will 
suffer irreparable harm if not allowed to apply for a patent for the above-referenced 
Application because the United States Patent and Trademark Office will hold the present 
Application abandoned if it is without an executed Oath or Declaration. The Applicants 
respectfully submit that items (2) and (5) of 37 CFR §1. 47(b) have been met, and request 
that this Petition be granted. 



No further fee is believed due at this time. Please charge any underpayment, or credit any 
overpayment, to Deposit Account 13-2490. 



Respectfully submitted, 
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Choon Geun Cho 
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STATEMENT ESTABLISHING PROPRIETARY INTEREST BY 
PERSON SIGNING ON BEHALF OF NONSIGNING INVENTOR 
AND STATEMENT UNDER 37 C.F.R. § 3.73(B) 

UTStarcom, Inc. has a sole proprietary interest in the present application. The invention, 

entitled "APPARATUS AND METHOD FOR TRACKING THE POSITION/OBJECT USING A MOBILE 

COMMUNICATION NETWORK," was originally assigned by the inventor to Hyundai Syscomm 

on November 30, 2002, as part of Hyundai Syscomm's employee invention compensation 

policy, and was filed as Korean National Application Number 2003-0066875 (Exhibit A). On 

April 27, 2004, UTStarcom, Inc., through its wholly owned subsidiary in Korea, UTStarcom 

Korea Limited, acquired Hyundai Syscomm's Intellectual Property Portfolio, including the 

rights to the above-referenced application, corresponding to Korean National Application 

Number 2003-0066875 (Exhibit B, page 46 of 46, entry number 1309). I establish this 
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proprietary interest by attaching a copy of the assignment of this invention by the nonsigning 
inventor to Hyundai Syscomm, Inc. as recorded with the U.S. Patent and Trademark Office 
(Exhibit A), and a copy of the assignment of this invention by Hyundai Syscomm, Inc. to 
UTStarcom Korea Limited as recorded with the U.S. Patent and Trademark Office (Exhibit B). 
As such, UTStarcom, Inc. is presently the assignee and owner of the rights to the above- 
referenced application. 

This STATEMENT ESTABLISHING PROPRIETARY INTEREST BY PERSON SIGNING ON 
BEHALF OF NONSIGNING INVENTOR is made by Robert J. Irvine, III, a person authorized to 
act on behalf assignee UTStarcom, Inc. 



Respectfully submitted, 




Date: March 14. 2007 

Robert J. Iriofie, III 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 

THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF 
THE U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS 
AVAILABLE AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER 
REFERENCED BELOW. 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE 
INFORMATION CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA 
PRESENT IN THE PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD 
FIND ANY ERRORS OR HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY 
CONTACT THE EMPLOYEE WHOSE NAME APPEARS ON THIS NOTICE AT 571-272-3350. 
PLEASE SEND REQUEST FOR CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE, 
MAIL STOP: ASSIGNMENT SERVICES BRANCH, P.O. BOX 1450, ALEXANDRIA, VA 22313. 



*500238908A* 

~50G23890a*t 



RECORDATION DATE: 03/14/2007 REEL/FRAME: 019008/0354 

NUMBER OF PAGES: 20 

BRIEF: ASSIGNMENT OF ASSIGNOR'S INTEREST (SEE DOCUMENT FOR DETAILS) . 
DOCKET NUMBER: 05-47 6 -C 

ASSIGNOR: 

CHO, CHOON GEUN DOC DATE: 11/30/2002 

ASSIGNEE: 

HYUNDAI SYSCOMM, INC. 

SAN 136-1, AMI-RI, BUBAL— EUB, 

ICHEON-SI 
G YEONGG I - DO , DEM REP OF KOREA 

467-701 

SERIAL NUMBER: 10567529 FILING DATE: 

PATENT NUMBER: ISSUE DATE: 

TITLE: APPARATUS AND METHOD FOR TRACKING THE POSITION OF A PERSON/OBJECT 
USING A MOBILE COMMUNICATION NETWORK 
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SUBMISSION TYPE: 



NEW ASSIGNMENT 



NATURE OF CONVEYANCE: 



ASSIGNMENT 



CONVEYING PARTY DATA 



[ Name 


Execution Date 


Choon Geun Cho 


11/30/2002 



RECEIVING PARTY DATA 



Name: 


Hyundai Syscomm, Inc. 


Street Address: 


San 136-1, Ami-Ri, Bubal-eub, Icheon-si 


City: 


Gyeonggi-do 


State/Country: 


KOREA, DEMOCRATIC PEOPLE'S REPUBLIC OF 


Postal Code: 


467-701 



PROPERTY NUMBERS Total: 1 



Property Type 



Application Number 



Number 



10567529 



CORRESPONDENCE DATA 

Fax Number (312)91 3-0002 

Correspondence will be sent via US Matt when the fax attempt Is unsuccessful. 



Phone: 
Email: 

Correspondent Name: 
Address Line 1 : 
Address Line 2: 
Address Line 4: 



3129130001 
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McDonnell Boehnen Hulbert & Berghoff LLP 
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HYUNDAI SYSC^MM 



Confidential 



Employee's Declaration of Invention 



Date: Month/Day/Year 



Position / 
Name 



Date 



Years in 
Storage 



Work Code 



Primary 
Inventor 



signed 



GJ/ CHO, 
Choon Geun 



Reviewer 



Approving 
Authority 



Approved by 



signed 



BJ/HAN, M. 
J. 



0, 1, 2, 3, 5, 10, Permanent 



K 03 



Reviewer 



Control No. 





Work 
Code 




Approving 
Authority 


iprova 


Drafter 


Reviewer 


Approved 
by 


< 


signed 


signed 


signed 


Position / 
Name 


SW/LEE, 
Chun Mi 


DL^YOON, 
Hyoung Jin 




Date 








Years in 
Storage 


1,3,5, 10, P 


Security 
Rating 


1.2,3. 
Confidential 



Under the provisions of the employee's invention compensation policy, ! request to proceed with the filing/registration of my invention and to assign 
its rights for domestic and international registrations. 



Title of the 
Invention 



SMALL-SIZED AND LOW-POWER CONSUMING CDMA WIRELESS TRANSMISSION/RECEPTION APPARATUS 
APPROPRIATE FOR TRACKING PEOPLE/OBJECT _________ 



Summary of the 
Invention 



The present invention relates to an apparatus of wireless transmission and reception, which employs a CDMA technology thai 
is appropriate when a user is not able to manipulate a wireless transmission/reception apparatus in tracking a position of 
people/object, or it is difficult to portably carry the apparatus. The wireless transmission/reception apparatus includes: a 
basic function accessible to the conventional CDMA mobile communication networks; a current position extracting function 
using a GPS chip or a position information extracting algorithm; a wireless transmission/reception function for notifying 
extracted position information, user identification information and an emergency condition of the user; and an alarm 
function for notifying current situation to people adjacent to people/object having the wireless transmission/reception 
apparatus. 



Name(s) of Related 
Projects 



Status of the 
Embodiment 



□ Conception □ Completed Design □ (In, Completed) Testing □ (Preparing, In) Business Implementation 



Publication Status of 
the Invention 



□ Unpublished □ Expected to be Published & □ Published Earlier^ 

& If checked, please specify the (scheduled) date of publication and related dissertations. 
[(Scheduled) Date of Publication: Month Day , 2000; Related dissertations: 



Prior Art 



Korean 



Foreign 



Filing Term 



□ Standard 

□ Urgent j (Within 



days) 



Reason for Urgent 
Filing 



Foreign Filing 



□ Yes (Reason: 



)_No 



Key Word 



CDMA, position tracking 



Date of Receipt 



Agent 



Phoenix 



Hyundai 
Svscomm Ref. 



CM2O032-O8-OO02 



C3 

a 

+-» 

_5 
C 

s 

-*-» 

a 

«— ■ 



Korean Filing 



0 Patent □ Utility Model □ Journal of Technical Disclosure 
□ Withhold Filing (Reason: ) 



Request for 
Examination 



l_Yes _ No 



Strategic Patent Project 
for the Invention 



60 



□ Yes 



□ No 



Foreign Filing 



Filing Rating 



B 



Deliberation 



□ Yes 



□ No 



♦Remarks for Agents writing the specification* 



Q Si 



□ Direct National Filing □ EPO Filing □ PCT Filing 



1 st Priority 



2nd Priority 



3rd Priori ry 



4th Priority 



Note 



5th Priority 



6th Priority 



7th Priority 



8th Priority 



□ Domestic filing without Review 

_ Domestic filing after Patent Team Review 

□ Simultaneous Korean & Foreign Filing 



OK 
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HYUNDAI SYSCgMM 



Category 


Contents 


Evaluation Grade 


Technology 


Simple technology 


□ 1 point 


Slightly higher technology 


□ 3 point 


Advanced technology 


□ 5 point 


Possible 
Implementation 


Theoretically possible to implement, but has no plan for testing 


□ 1 point 


Developments in related technologies are required first for testing 


□ 2 point 


Currently testing or planning to test 


□ 3 point 


Tested and obtained satisfactory results (Attach Documents) 


□ 5 point 


Preparing or currently implementing into one's business 


□ 7 point 


Effects 


What is the level of improvement? 
(Simplification of processes, yield, cost etc.) 


□ 3 □ 2 □ 1 point 


Importance 


Defending the rights in disclosing the technology 


□ 1 point 


Adaptable (or scheduled) for mass production 


□ 3 point 


Absolutely necessary to obtain exclusive technology 


□ 5 point 


Evaluation Result 


( ) Point 



< Evaluation of the Invention> 



Note: * The Invention Evaluation form must be filled out by the manager of the invention team 

3* Evidence is necessary for those inventions that are rated 5 or 7 points in the section of "Possibility for 
Implementation/' 

* The Evaluation Result should be filled in only after completing the Evaluation. 

<Evaluation for Foreign Filing> 



Status of 
products to 
which the 
invention 
was applied 



Evaluation 



* Applied Product: 


* For cases applied to multiple 
products, list ail product names. 
For future cases to be applied, 
mark the estimated period. 


* Related Technology: 


* Applied Period: 


□ Absolutely necessary 

□ Observe for a year after filing domestically 

□ Not necessary 


Designation of Countries 


1 st Priority 




2nd Priority 




3rd Priority 




□ Direct National Filing □ EPO Filing □ PCT Filing 


4th Priority 




5th Priority 




Technological Factor 


6th Priority 






7th Priority 




8th Priority 




Economical Factor 


Evaluator 




Name: 

Position: 

Signature: 
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(Korean) ^ it 5 






( 


) Development Group ( 


)Team 




a 

> 


Name 


(Chinese) W SI 


Position 




Employee 
ED No. 


H28469 


Tel (829-7414) 




Primary ' 




(English) Choon Geun Cho 


Residence ID 


690201-******* 






E-mail 


double 


Address 


Siyeong Apt. 118-311, Garak-dong, Songpa- 
gu„ Seoul 


Signature 


signed 








(Korean) -rr °A H 
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) Development Group ( 


)Team 






Name 


(Chinese) ffl t H 


Position 


GJ 


Employee 
ID No. 


H19348 


Tel (829-7402) 








(English) You In Ho 


Residence ED 


660203-******* 


% 






E-mail 


ihyou@hysyscom.co 
m 


Address 


Heights Apt. 2-1102, 809 Jeongneung 4- 
dong, Seongbuk-gu, Seoul 


Signature 


signed 








(Korean) 7 J i| f 






( 


) Development Group ( 


)Team 






Name 


(Chinese) & ± + 


Position 




Employee 
ID No. 


HI 8436 


Tel (829-7414) 


ation 






(English) Kim Dae Joong 


Residence ID 


670304-******* 


% 


form; 




E-mail 


fordj 


Address 


Sinbanpo Hansin Apt 314-1211, Jamwon- 
dong, Seocho-gu, Seoul 


Signature 


signed 
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) Development Group ( 
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nvent 
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Name 


(Chinese) ^ * 11 


Position 




Employee 
ID No. 


HI 8075 


Tel (829-7403) 




int In 




(English) YANG HO YONG 


Residence ID 


721 231 -******* 


% 




o 


E-mail 




Address 


#301, F3, 596-31 
Nowon-gu, Seoul 


Gongneung 


1-dong, 


Signature 


signed 
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) Development Group ( 


)Team 






Name 


(Chinese) 


Position 




Employee 
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! E-mail 
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Address 




Signature 





Note: 1 . The full address and e-mail address are required. 
2. Write the full name in English. 
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ASSIGNMENT 


Assignee 


San 136-1, Ami-ri, Bubal-eup, Icheon-si, Gyeonggi-do 


Hyundai Syscomm, Inc. (Representative: Seong Ick Jang) 


Date of Assignment 


Year/Month/Day 



lAVc, the below-named assignor(s) duly assign(s) may/our entire domestic and international rights to proceed with the filing/registration of 
intellectual property for the invention as indicated below. 



Title of Invention 




Summary of Invention 


(Describe novel or improved parts of the invention.) 


Assignors) 


Name 


Signature 


Residence Reg. No. 


Address (in detail) 


* ff m 

Choon Geun Cho 


signed 


690201-******* 


Siyeong Apt. 118-311, 
Garak-dong, Songpa-gu„ 
Seoul 


m t m 

You In Ho 


signed 


660203-******* 


Heights Apt. 2-1102, 809 
Jeongneung 4-dong, 
Seongbuk-gu, Seoul 


£ * + 
Kim Dae Joong 


signed 


670304-******* 


Sinbanpo Hansin Apt. 
314-1211, Jamwon-dong, 
Seocho-gu, Seoul 


YANG HO YONG 


signed 


72I231-******* 


#301, F3, 596-31 
Gongneung 1-dong, 
Nowon-gu, Seoul 



















Note) 1 . In case of joint-in ventorship, the entire inventors must write their names as assignors and sign respectively. 
2. Write the full name in English. 
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S2>M g-*|L4 ?|u|ih §21- ^-E &x|7f sin, gfisi #^aja| mzHi!(8fit) x||ysj a« 
5) 2^ o|§a| CDMA oisstiswi §»£*i S^±H7f sol- ^SSf 

7h oie|§- §£| yg 0 | sxjskx ^tl^d S*|s| ±St^7^ £U ateW *oJ. on^?j 
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7|* a j^qjaj j q ) y i s 7 | *ny, H|o|g *«y ^-fc!, °AM\± flfi ?IS §=' S 

»>-@o)|AH in°t£! £4 2| ^-tj^^-tJ M±QW #^5r^ argo| M|x||s|oi 
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tH^^ ^0| TJ^Eh #SH ?I*I§M ?f£|A1iH (160)o|| 4= Si^ll Sfe 
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S*i! agsi g^, x-i|op|(270)ft d)|a|x|i- sj^&i Diiaaiofl x|g-£io| sit a|fti*li "HS# 
-tj^o^ si^Sfg 2|^of| g*n =1 512*1-7 1 xm ^ei^?« S^h 0|DJ. 

S*§! 71^(250)2) ?^ft #7|£ oh£f iJSs> o|e| Dflaaiofl ^ £ sin, a 

§# £|^0)|Ai2| 5|3 °Jc* -M tt] 0)| A-| X|A|=[ Lflgf. gAjgg|| § 

x\on 2|ff 2i= ggo| *|# e|MSl^ 3! ¥S 4%f#°fl 2|«J ?4|tHft2f £ft %M 

# #«kh ass ^ ejcj u|^s« 7i^(23o)« *e a?7 r assies 

x-t|op|(270)fe ^Sl5.xf£| * tUlsaioil THSsioj glfc £J3#S£Jt «f 

o|°| ya§ MsxWMi gasf7fl gcf. at*. «xf8l §? S«! S«HWfe *4jfc^Aj 

£ 4§ -g #gO)|Ai ^q|§ ^tl^-Aj ^A|(110)2J S^J ±3. $|±£r# fltij 7|ft 
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KIM & CHANG 

Hannuri Building, 219 Naeja-dong, Jongno-gu, Seoul 110-053, Korea 
Telephone: (622) 764-8855 / 2122-3900 Fax: (822) 741-0328 / 745-5954 / 763-7434 

E-Mail: all@ip.kimchang.com 



DECLARATION 



I, the undersigned, hereby declare: 

(1) That my name, mailing address and citizenship are as stated below; 

(2) That I am knowledgeable in both English and Korean, i^|;/l|nguages used in 
relation to the Assignment filed with the Korean Intellectual Prope^J(^jpicfc;^na 

(3) That I have translated said Assignment filed with the Korean Intellectual Property Office into 
English, a copy of which is attached hereto, and believe that said translation is a true and 
complete translation of the aforementioned Korean Assignment. 



22nd day of November, 2004 



Full name of the translator : LIM, Ji Won 
Signature of the translator : 



n 



Mailing address : c/o Kim & Chang, Hannuri Building, 219 Naeja-dong, 
Jongno-gu, Seoul 110-053, Korea, Republic of Korea 

Citizenship : Republic of Korea 
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[Translation] 



By this instrument, HYUNDAI SYSCOMM, INC., a corporation duly organized and existing under 
the Laws of Republic of Korea at San 136-1, Ami-ri, Bubal-eub, Icheon-si, Gyeonggi-do 467-701, 
Republic of Korea do hereby declare that on April 27, 2004 it has assigned and transferred all rights, 
title and interest in the cases as listed in the attached Schedule I to UTStarcom Korea Limited, a 
corporation duly organized and existing under the laws of Republic of Korea at San 136-1, Ami-ri, 
Bubal-eub, Icheon-si, Kyongki-do 467-701, Republic of Korea 

IN WITOESS WHEREOF, 



1 have set my hand hereto this 27th day o f April , 2004. 
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CEO & President 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

(Attorney Docket No. 05-476-C) 

In re Application of: ) 

) 

ChoonGeunCHO ) Examiner: TBA 

) 

International Application No.: PCT/KR2004/002466) Group Art Unit: TBA 
U.S. Application No.: 10/567,529 ) 

) Confirmation No. 9262 
International Filing Date: September 24, 2004 ) 
U.S. Filing Date: February 7, 2006 ) 

) 

For Apparatus And Method For Tracking The ) 
Position/Object Using A Mobile ) 
Communication Network ) 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



DECLARATION IN SUPPORT OF PETITION UNDER 37 C.F.R. § 1.47(b) BY PERSON 
HAVING PROPRIETARY INTEREST TO FILE APPLICATION ON BEHALF OF 
INVENTOR WHOM WE HAVE BEEN UNABLE TO LOCATE 



Dear Sir: 

This Declaration is in support of Petition under 37 C.F.R. § 1.47(b) to allow 
UTStarcom, Inc. to make the application on behalf of inventor Choon Geun CHO, who 
we have been unable to locate. 

1 . I, Jiwon LIM, am a paralegal at the law firm Kim & Chang. 

2. I have first-hand knowledge of the facts recited herein. 

3. This Declaration is in support of U.S. Patent Application entitled 
"Apparatus And Method For Tracking The Position/Object Using A Mobile 
Communication Network," filed in the U.S. Patent Office on August 16, 2005 and bearing 
U.S. Application No. 10/560,142 and International Application No. PCT/KR2004/001856. 



4. I am a paralegal at the law firm Kim & Chang, located at Hungkuk Life 
Insurance Building, 9F, 226 Sinmunno 1-ga, Jongno-gu, Seoul 1 10-786, Korea. 

5. Kim & Chang represents UTStarcom Korea Limited, a subsidiary of 
UTStarcom, Inc. 

6. I am a citizen of Korea, residing at 840-7 Mia-dong, Gangbuk-gu, Seoul 
142-820, Republic of Korea. 

7. On May 22, 2006, 1 sent a letter, via content-certified mail, including 
assignment documents and the Inventor's Declaration of Invention, to Mr. Choon Geun 
CHO's last known physical address (Siyeong Apt. 118-311, Garak-dong, Songpa-gu, 
Seoul 138-705, Republic of Korea). (See attached Exhibit 1). 

8. On May 29, 2006, the content-certified package mailed to Mr. CHO was 
returned because Mr. CHO was not present at the indicated address. (See attached 
Exhibit 2). 

9. On February 12, 2007, 1 sent a letter, including the entire U.S. Application 
as filed, to the inventor's last known address via registered mail. This letter was 
returned because Mr. CHO was not present at the indicated address. (See attached 
Exhibit 3). 

10. I attempted to find Mr. CHO's phone number using Korea Information 
Services (KOIS). The Korea Information Service Corporation (KOIS) is 
essentially the Korean version of "41 1" and other directory assistance services. An 
English version of the website that describes the services that KOIS provides can be 
found at www.ekois.co/kr/new/enQ/main/index.php . (See also attached Exhibit 4). KOIS 
is the largest and most comprehensive directory service in Korea. KOIS maintains a 
large database that is searchable for the contact information of listed people and 
companies. However, much like "411", written confirmation of results is not provided by 
KOIS, as it is a telephonic service. Korea Information Services confirmed that no 
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number was registered under Mr. CHO's name and his last known address. All efforts to 
obtain a current address, phone number, or email address, using KOIS have failed to 
provide new information concerning the whereabouts of Mr. CHO. 

11. I also attempted to find the inventor's E-mail address using all well-known 
webmail services. Korean webmail sen/ices require a user's full name and residence ID 
when a user signs up for webmail sen/ice. The webmail services verify the entered 
name and residence ID using a server of one of the public certification authorities. 
Therefore, using Mr. CHO's full name and residence ID is the most effective way to 
search for his webmail address; performing a broader search using a partial name and 
omitting a residence ID number would not be effective. I was not successful in locating 
an e-mail address for Mr. CHO. (See attached Exhibit 5). 

12. I also attempted to find Mr. CHO's telephone number using a web-based 
search engine Ywww.local.paran.com/tel/) using Mr. CHO's name and partial address. 
The searches performed were designed to be as broad as possible in order to locate the 
inventor; Because CHO is a very common surname in Korea, searching by Mr. CHO's 
surname would not provide sufficient specificity such that I could expect to locate the 
correct individual. These searches were also unsuccessful. (See attached Exhibit 6). 

13. I visited the inventor's last known address at 3:50 pm on February 12, 
2007, and met no one at the address. I met a woman who resides next door, and 
inquired of Mr. CHO. She did not know the current occupant of the address. (See 
attached Exhibit 7) 

14. Finally, I visited the local Town Office (Garak 1-dong office) at 4:55pm on 
February 12, 2007 and met an officer, Ms. Hyunsook Jang, who confirmed that the 
current occupant of the inventor's last known address is a Mr. PARK, not Mr. CHO. 
However, she was unable to provide written confirmation of this information without an 
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official document authorizing that such a confirmation be issued with regard to the 



1 5. I hereby declare that all statements made herein are of my own 
knowledge are true and that all statements made on information and belief are believed 
to be true; and further that these statements were made with the knowledge that willful 
false statements and the like so made under penalty of perjury and that such willful false 
statements may jeopardize the validity of the specification or any patent issued thereon. 



inventor. 



Respectfully submitted, 



Date: 



By: 



JiWon LIM 
Kim & Chang 

Hungkuk Life Insurance Building, 9F, 
226 Sinmunno 1-ga, Jongno-gu, 
Seoul 110-786, Korea 
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DECLARATION IN SUPPORT OP PETITION UNDER 37 C.F.R. § 1.47(b) BY 
PERSON HAVING PROPRIETARY INTEREST TO FILE APPLICATION ON BEHALF 

OF INVENTOR 

Dear Sir: 

This Declaration is in support of Petition under 37 C.F.R. 
§ 1.47(b) to allow UTStarcom, Inc. to make the application on 
behalf of the non-signing inventor (s) listed in Schedule A, 
column 3, whom we have been unable to locate. 

1. I; Joo- Young Kim, am a citizen of Korea, residing at 
Sangyong, Apt No. 103-1101, Sungsu-dong 1-ga 16/3, Sungdong-gu, 
Seoul, Republic of Korea. 

2. I am a Korean patent attorney with the law firm of Kim 
& Chang, located at Hungkuk Life Insurance Building, 9F, 226 
Sinmunno 1-ga, Jongno-gu, Seoul 110-786, Korea. 

3. On behalf of Kim & Chang, I am representing UTStarcom 
Korea Limited, a wholly owned subsidiary of UTStarcom, Inc. 

4. I am knowledgeable regarding Korean Patent Law. 

5. I submit this declaration in support of the 
accompanying memorandum of law. 

6. The Korean company Hyundai Syscomm filed the Korean 
National Application listed in Schedule A, Column 6 as the 
applicant of record, with inventor (s) in Schedule A, column 3 
listed as the inventor (s) . 



7. The filing of the above -referenced Korean Application 
by Hyundai Syscomm was not opposed by the Examiner or any third 
party including the employee / inventor . 

8. On April 27, 2004, UTStarcom, Inc., through its wholly 
owned subsidiary UTStarcom Korea Limited, acquired Hyundai 
Syscomm' s Intellectual Property Portfolio, including the rights 

to the Korean National Application listed in Schedule A, column 6, 
and duly recorded this change of ownership with the Korean 
Intellectual Property Office without objection. 

9. As a result of the acquisition, UTStarcom, Inc. became 
the sole proprietary owner of Hyundai Syscomm' s Intellectual 
Property Portfolio, which includes the above -referenced Korean 
National Application. 

10. UTStarcom Korea Limited filed the PCT application 
listed in Schedule A, column 8, claiming priority to the above - 
referenced Korean National Application. 

11. The above-referenced PCT application entered U.S. 
National phase in the United States on the date listed in 
Schedule A, column 5, having the U.S. Application Serial Number 
listed in Schedule A, column 4. 

12. I hereby declare that all statements made herein of my 
own knowledge are true and that all statements made on 
information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the 
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United States Code and that such willful false statements may 
jeopardize the validity of the application or any patent issued 
thereon . 



Respectfully submitted, 

Date: (i-JLmttoj ^9 By: ^jpj ' 

Joo- Young Kim 
Kim & Chang 

Hungkuk Life Insurance Building, 

9F, 

226 Sinmunno 1-ga, Jongno-gu, 
Seoul 110-786, Korea 
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MEMORANDUM OF LAW IN SUPPORT OF PETITION UNDER 37 C.F.R. § 
1.47(b) BY PERSON HAVING PROPRIETARY INTEREST TO FILE APPLICATION 

ON BEHALF OF INVENTOR 

This memorandum of law is in support of Petition under 37 
C.F.R. § 1.47(b) to allow UTStarcom, Inc. ("UTStarcom") to make 
the application on behalf of a non-signing inventor. 

BACKGROUND 

UTStarcom submitted a Petition under 37 C.F.R. § 1.47(b) to 
allow UTStarcom to make the Application on behalf of the inventor 
listed in Schedule. A, whom UTStarcom has been unable to locate. 
The Petition was denied on the grounds that UTStarcom allegedly- 
failed to establish. a proprietary interest in the above- 
referenced U.S. Application. 

STATEMENT OF FACTS 

All facts in support of the argument and conclusion are set 
forth in the Declaration of Joo- Young Kim under M.P.E.P. 
409.03(f). 

ARGUMENT AND CONCLUSION 

UTStarcom should be awarded title to the above- referenced 
U.S. Application because UTStarcom, as the assignee of patent 
rights to the underlying Korean Application and subsequent patent 
applications granted by the assignor Hyundai Syscomm Inc. 
("Hyundai Syscomm'' ), is the sole proprietary owner of the U.S. 
Application. 



Under Korean Patent Law, UTStarcom is recognized as the 
owner of the Korean Application. First, the Korean Intellectual 
Property Office recognizes UTStarcom as the current owner of the 
Korean Application as a matter of record. Second, the invention 
disclosure form executed by the inventor in favor of Hyundai 
Syscomm, which includes an assignment of the subject matter of 
the Korean Application from the inventor to Hyundai Syscomm, is 
more than sufficient to overcome any challenge to UTStarcom' s 
ownership interest. 

The Korean Patent Act provides that a patent application of 
an employee may be filed directly by the employee's company, 
without an explicit assignment from the employee to the 
employee's company. Korean Patent Act, Article 42. Unless the 
examiner or a third party contests the company 1 s right to file 
the application, the company becomes the owner of the application 
for all intents and purposes. Thus, even in the absence of an 
employee -inventor assignment, a Korean Patent. Application filed 
by a company without contest by others is the proprietary owner 
of the patent rights. See Korean Patent Act, Article 42, Para 1. 

In the instant case, Hyundai Syscomm filed the Korean 
National Application , listed in Schedule A, as the named 
applicant. The filing of the. application was not contested by 
the Examiner or any third party. Thus, under Korean Law, Hyundai 
Syscomm became the owner of the Korean application even in the 
absence of an employee inventor assignment. Subsequently, the 
Hyundai Syscomm' s. patent portfolio, including the above-mentioned 
Korean Application, was assigned to UTStarcom. This assignment 
was recorded with the Korean Intellectual Property Office, 
without objection, making UTStarcom the legal owner of the above- 
mentioned Korean Application. 

Under the present circumstances, only the inventor (s) may 
challenge the legitimacy of Hyundai Syscomm' s ownership of the 



2 



Korean Application. Korean Patent Act, Articles 34 and 35. 
However, any challenge by the inventor (s) would fail under Korean 
Patent Law, The inventor (s) executed an invention disclosure 
form, which assigns the subject matter of the Korean Application 
to Hyundai Syscomm. Because the subject matter described in the 
invention disclosure form is virtually identical to the subject 
matter contained in the Korean Application, the assignment 
therein would be deemed by a Korean court of law to assign the 
Korean Application to Hyundai Syscomm. See In-Chul Choi v. 
Samsung Electonics Co., Ltd. ,. 2001 Gahap 13977 (Seoul District 
Court, August 22, 2002) (recognizing the validity of the 
assignment based on the content in the invention disclosure form 
despite the absence of a specific application number reference) . 
Thus, even if challenged, the chain of title of the Korean 
Application would be sustained under Korean Patent Law and 
UTS.tarcom would remain the ultimate owner. 

This ownership of the Korean Application, in conjunction 
with the other assignment terms of the acquisition agreement 
previously submitted, establishes UTStarcom's rights to the 
subsequent PCT application and U.S. national phase application. 
Thus, UTStarcom has a proprietary interest in the referenced U.S. 
Application (listed in Schedule A), and should be allowed to make 
the application in U.S. on behalf of the missing inventor under 
37 C.F.R. § 1.47(b) . 

Respectfully submitted 

Date: JLuie If , ^ SF ° r ) 



Joo- Young Kim u C7. \J 
Kim & Chang 

Hungkuk Life Insurance Building, 9F, 
226 Sinmunno 1-ga, Jongno-gu, 
Seoul 110-786, Korea 
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Exhibit 1 
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[TRANSLATION] 

Article 34 (Patent Application Filed by an 
Unentitled Person and Protection of the Lawful 
Holder of a Right) 

Where a patent cannot be granted because an 
application was filed by a person who is not the 
inventor or a successor to the right to obtain a patent 
(referred to as "an unentitled person") under Article 
33(1) as prescribed in Article 62(H), a subsequent 
application filed by the lawful holder of the right is 
deemed to have been filed on the filing date of the 
earlier application filed by the unentitled person. This 
provision does not apply, however, if the subsequent 
application is filed by the lawful holder of the right 
more than thirty days after the date on which the 
application filed by the unentitled person was rejected. 
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Article 35 (Patent Granted to an Unentitled Person 
and Protection of the Lawful Holder of a Right) 

Where a decision to revoke a patent becomes final for 
lack of entitlement to obtain a patent under Article 
33(1) as prescribed in Article 69(1 )(ii) or a decision to 
invalidate becomes final due to a lack of entitlement 
under Article 33(1) as prescribed in Article 133(l)(ii), 
a subsequent application filed by the lawful holder of 
the right is deemed to have been filed on the filing date 
of the revoked or invalidated application. However, 
this provision does not apply if the subsequent 
application is filed more than two years after the 
publication date of the first application or more than 
thirty days after the decision to revoke or invalidate 
becomes final. 
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[TRANSLATION] 

Article 42 (Patent Application) 

(1) A person seeking to register a patent shall file a 
patent application with the Commissioner of the 
Korean Intellectual Property Office, stating the 
following: 

(i) the name and address of the applicant (and, if a 
legal entity, the name and address of the 
business); 

(ii) the name and residential or business address of the 
agent, if any (and, if the agent is a patent 

legal entity, the name and address of the business and 
the name of the designated patent attorney); 

(iii) deleted; 

(iv) the title of the invention; 

(v) the name and address of the inventor; 

(vi) deleted. 
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[Translation] 



Seoul Southern District Court 



Judgment 



Plaintiff: 



Case No. 



2001 Gahap 13977 
In Chul Choi 



Defendant: 



Samsung Electronics Ltd. 
August 22, 2002 



Pronouncement: 



ORDER 



The confirmation claim of the present action is dismissed. 



Tenor of Complaint 



Plaintiff hereby seeks confirmation that the patented inventions, described in the patent 
right list of the accompanying sheet, do not belong to an in-service invention. 



communication mechanisms and related devices as its objective under its 
constitution, has manufactured mobile-phone terminals since May of 1989. 
The Plaintiff entered the Defendant's company on January 10, 1989, and had 
served as a member of a team known as the "Time Machine Team (TMT) H 
between July 13, 1992 and February 16, 1995. 

B. TMT of the Defendant's company is a department that was organized 
by selecting incumbent staff to create ideas for new product development. 
TMT holds a weekly evaluation meeting, where team members exchange ideas 
equipped with marketability and practicability, and hold quarterly meetings that 
report the results to the board of directors, assigning no specific tasks to its 
team members. The Plaintiff was mainly focused on conceiving and 
commercializing a new Hangul inputting method, submitting a report titled 
"Value of Text in the Multimedia World" showing the needs and practicability 



GROUNDS 



1. 



Findings of Facts 



The Defendant's company, taking fabrication, sale, etc. of 
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[Translation] 



of a new Hangul inputting method on May 20, 1994, and a report titled "First 
report regarding commercialization drive of a new Hangul inputting method" 
on July 18, 1994, together with his teammate, Dong Ki Rui. 

C. During his tenure on TMT, the Plaintiff invented "Method and 
Apparatus for Generating Text Inputting Codes (hereinafter, referred to as the 
'first invention 1 )," described in patent right list 1 of the accompanying sheet, and 
transferred the right to obtain a patent for the Defendant's company while 
providing an in-service invention report on the first invention on February 19, 
1993. The Defendant's company filed a patent application for the first 
invention in its name on July 6, 1993, and completed the patent registration on 
March 13, 1996. 

D. Furthermore, the Plaintiff, together with his teammate, Dong Ki Rui, 
invented "Method and Apparatus for Generating Text Inputting Codes 
(hereinafter, referred to as the 'second invention')" described in patent right list 
2, and transferred the right to obtain a patent for the Defendant's company 
while providing an in-service invention report on the second invention on 
October 13, 1 994. The Defendant's company filed a patent application for the 
second invention in its name on May 11, 1995, and completed the patent 
registration on August 10, 1998. 

E. The Defendant's company has manufactured and sold mobile-phone 
terminals using the text inputting methods of the inventions since November of 
1998. 

The Plaintiffs Claims and Holding thereon 

A. Gist of the Plaintiffs Claims 

The Plaintiff seeks: (a) confirmation that the fist and second 
inventions are not an in-service invention, arguing that the inventions were 
misconceived as an in-service invention and filed in the name of the 
Defendant's company although they actually belong to a liberal invention; and 
(b) the Defendant's return of 1 billion KrW as part of an unjust enrichment, 
arguing that since the contracts of transfer were based on a misconception for 



[Translation] 



the inventions to be an in-service invention are invalid, the Defendant is not a 
legitimate patentee and has an obligation to return, to the Plaintiff, the profits 
earned by practicing the inventions as an unjust enrichment. 

B. Relevancy of the Confirmation Claim 

The Defendant made a defense prior to a main hearing that the 
Plaintiffs confirmation claim lacks eligibility and thus is irrelevant because it 
seeks confirmation of a factual matter. The Plaintiff seeks the confirmation for 
the first and second inventions to not be an in-service invention as a basis for 
the unjust enrichment return claim being sought by the present action. This is 
to confirm part of a legal requirement fact, and thus is irrelevant. Furthermore, 
the confirmation stake of a confirmation action can be recognized if the 
obtainment of a confirmation judgment is the most effective and appropriate 
means for eliminating the challenge and risk when the plaintiffs legal status is 
challenged and risked. However, as will be seen in item C. (1), even though 
the first and second inventions were not an in-service invention, this would not 
affect the patent right registered in the name of the Defendant's company, 
unless the invalidation decision is rendered and becomes final and conclusive in 
a patent registration invalidation trial. Therefore, because seeking the 
confirmation for the inventions to not be an in-service invention cannot be seen 
as an effective and appropriate means, the Plaintiffs confirmation claim of the 
present action is irrelevant. 

C. Unjust Enrichment Return Claim 

(1) The Plaintiff argues first, that since the first and second inventions are 
not an in-service invention but a liberal one, each contract for transferring each 
right to obtain a patent to the Defendant is invalid per se for primitive 
impossibility of the objective of a legal activity or under Article 39, Paragraph 
1 of the Patent Act, or invalid for violating Article 103 of the Civil Code. 

In regard to this, if the first and second inventions belong to a liberal 
invention, Article 39, Paragraph 1 of the Patent Act stipulates that an invention 
constitutes an in-service invention if the invention was made by an employee, 
etc. in connection with his/her service and falls by nature within the business 

1 



[Translation] 



range of the employer, etc., and the activity resulting into the invention was part 
of the present or past duties of the employee, etc. 

As previously seen, the Defendant's company takes the fabrication and 
sale of communication mechanisms as one of its founding objectives, and has 
set the mobile-phone terminal as one of the primary manufactured items from 
the year of 1989 through to the present time. Since the inventions are directed 
to a text inputting method usable for mobile-phone terminals, these are 
regarded to fall within the business range of the Defendant's company. 
Furthermore, the Plaintiffs then duty was to create ideas for new products 
development in the field of the information and telecommunication at the time 
of conceiving each invention, and the Plaintiff reached the first and second 
inventions substantially as a result of focusing mainly on collecting ideas for a 
Hangul inputting method. As such, each invention is determined to fall within 
the Plaintiffs duty. 

Therefore, since the first and second inventions should belong to an in- 
service invention, the Plaintiffs arguments contend the validity of each transfer 
contact on premise of the opposite. 

(2) The Plaintiff also argues that since the patent application for the second 
invention was filed four months after the Defendant's company succeeded to 
the right to the invention from the Plaintiff, the second invention should be 
regarded as a liberal invention under Article 1 1, Paragraph 1 of the Invention 
Promotion Act, and the Defendant should return unjust enrichment, amounting 
to the royalty of a non-exclusive license, for failing to obtain consent to a non- 
exclusive license from the inventor Plaintiff under Article 2 of the same. 

Article 1 1 of the Invention Promotion Act views an invention as a 
liberal invention in case an employer, etc. fails to file a patent application 
within a period designated under the Presidential Order (Article 5 of the same 
designates the period for four months) after succeeding the right to an in- 
service invention or waive filing of the application in writing (Paragraph 1), and 
stipulates that the employer, etc. cannot own a non-exclusive license to the in- 
service invention being regarded as a liberal one without the consent of the 
employee, etc in spite of Article 39, Paragraph 1 of the Patent Act (Paragraph 
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2). The fact that the Defendant's company filed the application for the second 
invention on May 1 1, 1995, four months passing from October 13, 1994 when 
the Defendant's company succeeded to the right to the second invention from 
the Plaintiff, is as previously seen. 

However, even if the Defendant's company had completed the patent 
registration in its name, although the transfer contract of the second invention 
was invalidated under the above provision and the Defendant's company did 
not have a right to obtain a patent, the Plaintiff could not assert invalidity of the 
patent right having been registered in the name of the Defendant's company 
until the patent invalidation decision goes final and conclusive. Of course, the 
Plaintiff could request a patent invalidation trial based on the above grounds, 
which however, is not feasible here. Therefore, the Defendant has a right to 
legally practice the invention, and needs not obtain consent of the Plaintiff for 
practicing the invention because the Plaintiff did not register the patent in 
his/her own name. As such, the Plaintiffs above arguments are groundless and 
unreasonable. 
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